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DETAILED ACTION 

1. Claims 1-22 are pending. Claim 10 is withdrawn. Claim 20 is amended. 

2. The rejections of Claims 1,3,5,9,1 1,15,19 and 22 under 35 USC 102(b) as being 
anticipated by Minamisawa et al. (US Patent 4500660) are withdrawn in view of 
applicant's arguments. 

3. The rejections of Claims 2,4,6-8,12-14,16-18 and 21 under 35 USC 103(a) as 
being unpatentable over Minamisawa et al. (US Patent 4500660) are withdrawn in view 
of applicant's arguments. 

4. The rejection of Claim 20 under 35 USC 112, second paragraph as being 
indefinite is withdrawn in view of applicant's amendments. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-9 and 11-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ochi et al. (US Patent 5334661) in view of Adedeji et al. (US Patent 6815491). 

"The present invention relates to an epoxy resin modified material obtained by 
.reacting an epoxy resin and a phenolic hydroxyl-containing aramid/polybutadiene- 
acrylonitrile block copolymer represented by formula (I)." (Column 1, lines 56-60). 
Epoxy resins that can be used include "bisphenol A types, bisphenol F types" and 
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"Novolak type epoxy resins" (Column 2, line 45 and Column 2, line 50). "The above- 
mentioned polybutadiene-acrylonitrile copolymer having a carboxyl group at both 
terminals thereof is commercially available, for example, under a trade name "Hycar 
CTBN" sold by BF Goodrich Co., and such a commercially available product may be 
utilized in the present invention." (Column 4, lines 67-68 thru Column 5, lines 1-2). 
"Specific but non-limiting examples of the hardeners which can be used in the present 
invention include ... tertiary amines, e.g., amineimide; imidazole salts..." (Column 5, 
lines 28-59). "In the fiber-reinforced composite materials using the epoxy resin 
composition of the invention, the reinforcing fibers include inorganic fibers, e.g., carbon 
(graphite) fiber... Carbon fiber may be PAN-based carbon fiber or pitch-based carbon 
fiber." (Column 7, lines 7-16). "The resin composition may be impregnated into 
uniaxially arrayed fibers or woven fabric. The fiber-reinforced composite material has a 
fiber content usually of from 10 to 90% by weight, and preferably from 20 to 80% by 
weight." (Column 7, lines 20-23). Reference example 1 shows the invented 
composition being used to form a coating 8 to 10 micrometers thick. (Column 15, line 
45). Example 18 shows a sample of the epoxy resin composition having a thickness 0.7 
mm. (Column 14, line 56). 

Ochi is relied upon as disclosed above. However, Ochi does not teach vapor 
growth carbon fibers or that these carbon fibers should be compounded in a polar 
organic solvent as required by Claim 1 or the volume resistivity as required by Claim 19. 

Adedeji teaches a reinforced thermoplastic composition containing a variety of 
reinforcing fillers. The fillers include "Reinforcing fillers may include ... carbon fibers, 
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including poly (acrylonitrile) (PAN) fibers, vapor-grown carbon fibers, and especially 
graphitic vapor-grown carbon fibers having an average diameter of about 3 to about 500 
nanometers.." (Column 9, lines 19-25). 

With respect to the vapor grown carbon fibers, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to substitute the vapor- 
grown carbon fibers of Adedji with the carbon fibers of Ochi since substitution of art- 
recognized equivalents is within the level of ordinary skill in the art. 

With respect to the compounding step, the examiner notes MPEP 21 13 which 
states, M [E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). "The Patent Office 
bears a lesser burden of proof in making out a case of prima facie obviousness for 
product-by-process claims because of their peculiar nature" than when a product is 
claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 
324, 326 (CCPA 1974). Once the examiner provides a rationale tending to show that 
the claimed product appears to be the same or similar to that of the prior art, although 
produced by a different process, the burden shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983)." 
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With respect the volume resistivity limitation of Claim 19, the examiner 
respectfully submits that one of ordinary skill in the prior art would reasonably expect 
the prior art to exhibit the claimed limitation. Specifically, the reference teaches 
identical components and is produced in the same/similar manner and thus could be 
reasonably expected to possess the volume resistivity as claimed. 

7. Claims 1,3,5,9,11,13,15,17, 19, 20 and 22 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over in view of Adedeji et al. (US Patent 6815491). 

Minamisawa et al. teaches an epoxy resin composition having excellent adhesive 
strength wherein the composition comprises a bisphenol A type epoxy resin, a novolak 
type epoxy resin, a glycidyl amine type epoxy resin, a reaction product between a 
acrylonitrile-butadiene copolymer and a glycidyl amine type epoxy, a nitrile rubber, 
curing agent and accelerator and a reinforcing fiber (Abstract). The nitrile rubber is 
defined as a copolymer of butadiene and acrylonitrile where in the rubber can have 
alpha or beta unsaturated carboxylic acids as a comonomers (which examiner 
construes as inherently creating a carboxyl-terminated acrylonitrile butadiene rubber) 
(Column 4, lines 56-60). The bisphenol A resin is a condensation product of bisphenol 
and epichlorohydrin (Column 2, lines 11-12). Reinforcing fibers that can be used 
include carbon fibers with sizes ranging from 1 to 100 mm (Column 6, lines 51-57). The 
composition is prepared by dissolving the epoxy resin composition discussed above in 
organic polar solvents such as acetone or cellosolve and then impregnating the fibers 
with the solution (Column 6, lines 61-67) and sheet-like prepreg materials can be 
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formed from this resulting material (Column 6, line 68). One curing accelerator 
disclosed includes the formula of structure (V) and includes a tertiary amine when Z is 
substituted with -CH2CH2CN (Column 5, lines 12-24). 

Minamisawa is relied upon as disclosed above. However, Minamisawa does not 
suggest the use of vapor grown carbon fibers or the compounding step of Claim 1 , or 
volume resistivity of Claim 19 or an electroconductive sheet with a thickness of 1 mm or 
less as required by Claim 21. 

Adedeji teaches a reinforced thermoplastic composition containing a variety of 
reinforcing fillers. The fillers include "Reinforcing fillers may include ... carbon fibers, 
including poly (acrylonitrile) (PAN) fibers, vapor-grown carbon fibers, and especially 
graphitic vapor-grown carbon fibers having an average diameter of about 3 to about 500 
nanometers.." (Column 9, lines 19-25). 

With respect to the vapor grown carbon fibers, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to substitute the vapor- 
grown carbon fibers of Adedji with the carbon fibers of Minamisawa since substitution of 
art-recognized equivalents is within the level of ordinary skill in the art. 

With respect to the compounding step, the examiner notes MPEP 2113 which 
states, M [E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
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Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). "The Patent Office 
bears a lesser burden of proof in making out a case of prima facie obviousness for 
product-by-process claims because of their peculiar nature" than when a product is 
claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 
324, 326 (CCPA 1974). Once the examiner provides a rationale tending to show that 
the claimed product appears to be the same or similar to that of the prior art, although 
produced by a different process, the burden shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983)." 

With respect the volume resistivity limitation of Claim 19, the examiner 
respectfully submits that one of ordinary skill in the prior art would reasonably expect 
the prior art to exhibit the claimed limitation. Specifically, the reference teaches 
identical components and is produced in the same/similar manner and thus could be 
reasonably expected to possess the volume resistivity as claimed. 

With respect to the electroconductive sheet thickness it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to choose a sheet 
thickness 1 mm or less as an obvious design choice and said thickness would not 
render the claimed sheet patentably distinct over the teachings of the prior art. 

8. Claims 1,3,5,11,13,15,17,19 and 22 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Inaike et al. (US Patent 4749748) in view of Adedeji et al. (US Patent 
6815491 
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"An epoxy resin adhesive composition comprising (A) an epoxy compound 
having at least two epoxy groups on the average in the molecule and (B) a reaction 
product obtained by reacting an aliphatic polyamine compound represented by the 
general formula H.sub.2 N(CH.sub.2 CH.sub.2 NH).sub.n H, in which n is 2 to 5, with a 
diene type liquid rubber having a terminal carboxyl group and a molecular weight of 
1 ,000 to 7,000 so that the molar ratio of the aliphatic polyamine compound to the diene 
type liquid rubber is in the range of from 5 to 100." (Abstract). " In the present invention, 
as the epoxy compound (A), there are preferably used a bisphenol A type epoxy resin, a 
bisphenol F type epoxy resin, a novolak-epoxy resin formed by reaction of a novolak 
resin with an epihalohydrin, a polyfunctional phenol type epoxy resin, a glycidylamine 
type polyfunctional epoxy resin, halogenation products thereof and mixtures of two or 
more of them. Furthermore, there may be used a diglycidyl ether compound obtained by 
reaction of resorcinol with an epihalohydrin, a glycidyl ester type epoxy resin, a 
polyglycol type epoxy resin, a cyclic aliphatic epoxy resin and a hydantoin type epoxy 
resin." (Column 1, lines 65-68 thru Column 2, lines 1-8). "As the diene type liquid 
rubber having a terminal carboxyl group, there may be used liquid rubbers having a 
molecular weight of about 1 ,000 to about 7,000, such as carboxyl-terminated 
acrylonitrile-butadiene rubber, polybutadiene rubber, polyisoprene rubber and 
polychloroprene rubber. Acrylonitrile-butadiene rubber and polybutadiene rubber are 
especially preferred. As typical commercial products, there can be mentioned Hycar 
CTBN 1300X8, Hycar CTBN 1300X13 and Hycar CTB 2000X162 (each being supplied 
by B. F. Goodrich Co.), NISSO PB C-1000 and NISSO PB C-2000 (each being supplied 
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by Nippon Soda Co.), and Poly BD R-45MA (supplied by Idemitsu Petrochemical Co.)." 
(Column 2, lines 18-27). " A filler or reinforcer, for example, ... a carbon fiber ..." 
(Column 2, line 65). Examples show an adhesive layer formed from the invented 
composition having a thickness of 0.15 mm (Column 3, line 36). 

Inaike is relied upon as disclosed above. However, Inaike does not suggest the 
use of vapor grown carbon fibers or the compounding step of Claim 1 , or volume 
resistivity of Claim 19. 

With respect to the vapor grown carbon fibers, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to substitute the vapor- 
grown carbon fibers of Adedji with the carbon fibers of Inaike since substitution of art- 
recognized equivalents is within the level of ordinary skill in the art. 

With respect to the compounding step, the examiner notes MPEP 2113 which 
states, "[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). "The Patent Office 
bears a lesser burden of proof in making out a case of prima facie obviousness for 
product-by-process claims because of their peculiar nature" than when a product is 
claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 
324, 326 (CCPA 1974). Once the examiner provides a rationale tending to show that 
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the claimed product appears to be the same or similar to that of the prior art, although 
produced by a different process, the burden shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983)." 

With respect the volume resistivity limitation of Claim 19, the examiner 
respectfully submits that one of ordinary skill in the prior art would reasonably expect 
the prior art to exhibit the claimed limitation. Specifically, the reference teaches 
identical components and is produced in the same/similar manner and thus could be 
reasonably expected to possess the volume resistivity as claimed. 

Allowable Subject Matter 

9. Claim 22 rewritten with the limitations of Claims 1 and 2 would be allowable over 
the prior art of record if the species directed to "liquid acrylonitrile-butadiene rubber 
having both end-groups substituted by carboxyl groups" of Claim 22 is deleted. The 
prior art does not teach, suggest or motivate a composition which utilizes the remaining 
Markush groups of rubber materials and epoxies of Claim 22 and vapor grown carbon 
fibers at the percentages specified by Claim 2. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaison P. Thomas whose telephone number is (571) 
272-8917. The examiner can normally be reached on Mon-Fri 8:30 am to 5:00 pm. 
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11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jaison Thomas 

Examiner 

5/1/2007 
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